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DETAILED ACTION 

1 . This action is in response to correspondence filed 13 December 2006. 

2. Claims 1-39 remain pending. Claims 37-39 have been withdrawn from 
consideration. 

3. In view of the Appeal Brief filed on 13 December 2006, PROSECUTION IS 
HEREBY REOPENED. New grounds of rejection have been set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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5. Claims 21-27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 21-27 are not limited to tangible 

embodiments. Regarding claim 21 , the claim recites "A computer instruction signal 
embodied in a carrier wave carrying instructions...". A carrier wave is not deemed a 
tangible computer readable medium. As such, the claim is not limited to statutory 
subject matter and is therefore non-statutory. Dependent claims 22-27 are rejected 
under the same rationale. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kageyama (US 6,333,790 B1) in view of Engel et al. (US 2002/0198969 A1), hereinafter 
referred to as Engel. 

8. Regarding claims 1, 8, 15, 21 and 31, Kageyama teaches the downloading of 
configuration information in the form of program updates for a printer device (col. 15, II. 
33-39) but does not explicitly teach the utilization of a configuration plug-in. However, in 
related art, Engel teaches on the use of the configuration of network devices utilizing an 
applet (page 1 , paragraph 0008), which is deemed functionally equivalent to the 
software plug-in claimed. One of ordinary skill in the art at the time of the applicant's 
invention would have found it obvious to utilize a plug-in to perform a step of retrieving 
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information on a network. One of ordinary skill in the art would have been motivated to 
combine teachings of Engel with Kageyama as taught by Engel wherein the use of an 
applet reduces cost of device configuration (page 1 , paragraph 0007). Kageyama 
teaches the installation of downloaded information to configure printer devices (col. 16, 
II. 36-41). 

9. Regarding claims 2, 9, 16 and 22, Kageyama and Engel teach the method 
wherein the configuration plug-in and configuration data include data prepared by: 

determining a make and model for the hard copy output engine (Kageyama, col. 
5, 1. 66 - col. 6,1.11; printer operation information); and 

determining user thresholds for consumables associated with the hard copy 
output engine (Kageyama, col. 5, 1. 66 - col. 6,1.11; use information). 

10. Regarding claim 3, Kageyama and Engel teach the method wherein downloading 
includes: 

sending an electronic message via the Internet to a website for a vendor 
associated with the hard copy output engine (Kageyama, col. 11, II. 48-59); and 

receiving an electronic message via the Internet in response to sending 
(Kageyama, col. 1 1 , II. 48-59). 

11. Regarding claims 5, 12, 17, and 25, Kageyama and Engel teach the method 
wherein configuring includes setting a threshold for an element chosen from a group 
consisting of: pigmentation material, marking material, number of hours of operation and 
number of sheets of print media consumed (Kageyama, col. 6, II. 5-1 1 ). 
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12. Regarding claims 6, 13, 19, and 26, Kageyama and Engel teach the method 
wherein the hard copy output engine is chosen from a group consisting of: facsimile 
machines, photocopiers and printers (Kageyama, col. 5, II. 58-61). 

13. Regarding claims 7, 14, 20, and 27, Kageyama and Engel teach the method 
wherein the configuration plug-in and configuration data include data prepared by: 

determining a make and model for the hard copy output engine (Kageyama, col. 
5, 1. 66 - col. 6,1.11; printer operation information); 

determining a serial number for the hard copy output engine (Kageyama, col. 5, 1. 
66 - col. 6,1.11; printer operation information); and 

determining user thresholds for consumables associated with the hard copy 
output engine (Kageyama, col. 5, 1. 66 - col. 6,1.11; use information). 

14. Regarding claim 28, Kageyama and Engel teach the method wherein the 
downloading comprising downloading a value, and the configuring comprises setting a 
threshold for a consumable associated with the hard copy output engine using the value 
(Kageyama, col. 16, II. 36-41). 

15. Regarding claims 29 and 34, Kageyama and Engel teach the method wherein 
the downloading comprising downloading a threshold for replenishment of a 
consumable associated with the hard copy output engine (Kageyama, col. 16, II. 36-41). 

16. Regarding claim 30, Kageyama and Engel teach the method wherein the 
configuring comprises setting the threshold of the hard copy output engine (Kageyama, 
col. 16, II. 36-41). 
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17. Regarding claims 32 and 35, Kageyama and Engel teach the method wherein 
the configuring comprises altering the hard copy output engine (Kageyama, col. 16, II. 
36-41). 

18. Regarding claims 33 and 36, Kageyama and Engel teach the method wherein 
the configuring comprises altering an operation of the hard copy output engine with 
respect to formation of hard images upon paper (Kageyama, col. 16, II. 36-41). 

19. Claims 4, 10, 11, 18, 23, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kageyama and Engel in view of Uchida et al. (U.S. 6,317,570), 
hereinafter referred to as Uchida et al. 

20. Regarding claims 4, 10, 11, 18, 23, and 24, Kageyama and Engel taught the 
method of sending and receiving electronic message transmissions (Kageyama, col. 11, 
II. 48-59) via the Internet and Internet access provided by Internet service providers, but 
are silent on the use of a firewall. However in related prior art, Uchida et al. disclose a 
method for a user and a service center for the peripherals to establish communication 
via the Internet and have it secured by use of a firewall (see Fig. 1 , Fig. 2, col. 3, lines 3- 
35). One of ordinary skill in the art at the time of the applicant's invention would have 
found it obvious to utilize the use of a firewall as disclosed in the method of 
communication utilized by Uchida et al. in order to achieve the desired level of security 
and protection a firewall offers (Uchida et al., col. 3, lines 3-4 and 30-32). It is for this 
that one of ordinary skill in the art would have been motivated to modify and improve the 
communication method taught by Kageyama and Engel to represent the more secure 
communication via the Internet method disclosed by Uchida et al. 
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Response to Arguments 

21 . Applicant's arguments with respect to claims 1-36 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 



22. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Ohtani (US 6,108,099) teaches an image forming apparatus and management system 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin A. Ailes whose telephone number is (571)272- 
3899. The examiner can normally be reached on M-F 6:30-4, IFP Work Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571)272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



therefor. 
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